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DETAILED ACTION 
Claim Status 

1. Claims 1 -34 are pending. 

Allowable Subject Matter 

2. Claim 15 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claims 33 & 34 are rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter. The computer program product appear to be 
software only. 
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Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1, 10-13, 16-17, 26-28, 30-34 are rejected under 35 U.S.C. 102(B) as 
anticipated by Thro (US 6,147,977). 

In regards to claims 1 & 33, Thro discloses a method and computer program 
code for obtaining an electronic mail service to a mobile station, the method comprising 
the steps of: 

receiving an electronic mail message at the mobile station ("receives", abstract) 

indicating the electronic mail message by a level as to a preference of the electronic 
mail message for a user of the mobile station (abstract), 

transferring data information indicating the preference to a computing system operating 
a mail agent (see 52 in fig. 2, and abstract), and 
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processing data information indicating the preference for resulting in an order of 
preference ("priority") for electronic mail messages for the user (abstract) . 

In regards to 16, Thro discloses a method for providing an electronic mail 
service for a mobile station, the method comprising the steps of: 

receiving an electronic mail message at a computing system operating a mail agent 
(see fig. 3), 

processing ("process", abstract) the electronic mail message for resulting in an order of 
preference for electronic mail messages for a user of the mobile station (see "priority", 
abstract and fig. 3), and 

transferring a list indicating the order of preference (invention is clearly capable of this 
functionality - see 68 & 82 in fig. 2) for the electronic mail messages for the user to the 
mobile station (abstract). 

In regards to 17, Thro discloses a system for obtaining an electronic mail 
service for a mobile station, the system comprising: 
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a mobile station for receiving an electronic mail message and for indicating the 
electronic mail message by a level as to a preference (see "level" in fig. 2 and col. 5, 
lines 50-54) of the electronic mail message for a user of the mobile station, 

a network for transferring data information ("communication network", col. 3, line 36 
and fig. 1) indicating the preference (abstract and see priority levels indicated in fig. 2) 
to a computing system operating a mail agent (see fig. 3), and 

the computing system operating the mail agent for processing (abstract) the data 
information indicating the preference for resulting in an order of preference for electronic 
mail messages for the user (see 68 and 82 in fig. 2). 

In regards to claims 31 & 34, Thro discloses a system and computer program 
code for providing an electronic mail service for a mobile station, the system comprising: 
a computing system operating a mail agent for receiving an electronic mail message 
(abstract), and for processing the electronic mail message for resulting in an order of 
preference for electronic mail messages for a user of the mobile station (abstract), and 
a network for transferring ("communication network", col. 3, line 36 and fig. 1) a list 
indicating the order of preference for the electronic mail messages for the user to the 
mobile station (invention is clearly capable of this functionality - see 68 & 82 in fig. 2). 
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In regards to claim 32, Thro discloses a mobile station for providing a user an 
electronic mail service, the mobile station comprising: 

an output for presenting an electronic mail message at the mobile station (see "output", 
col. 7, lines 27-29) and see (col. 9, lines 30-34), 

means for indicating the electronic mail message by a level as to a preference of the 
electronic mail message for a user of the mobile station (see fig. 2, 68 and 82), and 

means for transferring data (abstract, fig.2 and 3) information indicating the preference 
to a computing system operating a mail agent (abstract and see features of fig. 3), 
wherein the mail agent is for processing data information indicating the preference for 
resulting in an order of preference for electronic mail messages for the user (abstract, 
see "priority matrix" in fig. 3, furthermore see 68,82 in fig. 2 as it relates to this priority 
matrix). 

In regards to claims 10 & 26, Thro discloses a method according to claim 1, 
wherein the preference for electronic mail message comprises at least one of electronic 
mail message having a relevance for the user, and electronic mail message not having 
a particular relevance for the user ("priority", abstract and see 68,82 in fig. 2). 
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In regards to claim 11, Thro discloses a method according to claim 1 , wherein 
the step of indicating comprises entering an option ("inputs") depicting the preference by 
the mobile station for the electronic mail message (col. 7, lines 35-39). 

In regards to claims 12 & 27, a method according to claim 1, wherein the order 
of preference for electronic mail messages comprises a list, wherein the most preferred 
electronic mail messages are among the firsts in the list, and as the list proceeds, the 
less relevancy the electronic mail messages for the user establish ("priority", abstract 
and see 68,82 in fig. 2). 

In regards to claims 13 & 28, Thro discloses wherein at least a part of the 
electronic mail message is contained in a message viable in a mobile environment 
("mobile radios", col. 3, lines 40-45). 

In regards to claim 30, Thro discloses a system according to claim 17, wherein 
the network comprises a mobile network and a fixed network (see fig. 1). 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

9. Claims 2-9, &1 8-25 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Thro in view of Horvitz (US 2004/01 72457 A1 ). 

In regards to claims 2-9 & 18-25 (wherein claim 2 depends form claim 1 and 18 
depends on claim 17), Thro discloses the method of claims 1 & 17. 

Thro does not specifically disclose one algorithm based on a statistical analysis 
of linguistic contents as covered by claim 2 and depending on claims 3-9, claim 17 and 
depending on claims 18-25. 

Horvitz discloses a method according to claim 1 , wherein the step of processing 
is based on an appliance of at least one algorithm based on a statistical analysis of 
linguistic contents of the electronic mail message (abstract, [0025]). 
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wherein the step of processing further comprises applying a user profile containing 
information about the preference of the user for certain electronic mail messages 
[0017]. 

wherein the linguistic contents comprises Terms (fig. 2 and abstract, [0026]). 

wherein the terms comprises predetermined character strings [0026]. 

wherein the step of processing further comprises a selection of a relevant word ([0041]- 
[0042] and [0082]). 

wherein the selection of the relevant word comprises dividing the electronic mail 
messages into two groups: interesting ("high priority"), and not having a particular 
relevancy ("low priority") ([0015] and see this in respect to "threshold" in [0008]). 

wherein the step of processing further comprises an appliance of a priority model, 
wherein the priority model contains beforehand established pattern for the user about 
the preference of the user for certain electronic mail messages (abstract, [0015]). 



wherein the step of processing further comprises an appliance of a message priority 
[0015]. 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the prior art features as disclosed by Horvitz with those of Thro. 
Doing so would provide a added accuracy in providing error free email priority 
processing. 

10. Claims 14 & 29 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Thro in view of Tarnanen et al (US 6,834,196). 

In regards to claims 14 & 29, Thro discloses, a method according to claim 13. 

Thro does not specifically discloses the message comprises at least one of a 
data packet for a transfer in a packet based mobile environment, a SMS for transfer in a 
GSM environment, USSD for transfer in a GSM environment, R-data for transfer in a 
TDMA environment. 

Tarnanen specifically discloses the message comprises at least one of a data 
packet for a transfer in a packet based mobile environment, a SMS for transfer in a 
GSM environment, USSD for transfer in a GSM environment, R-data for transfer in a 
TDMA environment (abstract). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the prior art features as disclosed by Tarnanen with those of Thro. 
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The motivation for doing so would be to improve compatibility and transparency 
between email and mobile messaging systems. 



Conclusion 

1 1 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Horvitz (US 6,714,967) integration of a computer-based message priority system with 
mobile electronic devices. 

Gruen et al. (US 2006/0245388 A1) discloses a method and apparatus for electronic 
mail interaction with grouped message types. 

Martin (US 6,606,373 B1) discloses a controller for use with communications systems 
for generating a condensed text message index. 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KHALID SHAHEED whose telephone number is 
(571)270-5813. The examiner can normally be reached on Monday-Friday 8am-5pm; 
EST; ALT Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, V. Paul Harper can be reached on 571-272-7605. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/VINCENT P. HARPER/ 

Supervisory Patent Examiner, Art Unit 2617 
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